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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 7 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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5) D Claim(s) is/are allowed. 
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Art Unit: 1641 

DETAILED ACTION 

Election/Restrictions 
1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 
li. Claims 1 0-20, 22, and 23, drawn to method of identifying polypeptide 
having specificity for binding a peptide in human P- glycoprotein 1, 
classified in class 436, subclass 523, for example, 
lii. Claims 1 0-1 9 and 22-24, drawn to method of identifying polypeptide 
having specificity for binding a peptide in human P- glycoprotein 3, 
classified in class 436, subclass 523, for example. 

Mi. Claims 26-36, 38, and 39, drawn to method of identifying peptide in 

human P- glycoprotein 1 which binds a polypeptide, classified in class 

435, subclass 7.92, for example. 
I lii. Claims 26-35 and 38-40, drawn to method of identifying peptide in human 

P- glycoprotein 3 which binds a polypeptide, classified in class 435, 

subclass 7.92, for example. 



Claims 42-52, 54, and 55, drawn to identifying a compound that modulates 
binding between polypeptide and a peptide in human P- glycoprotein 1 , 
classified in class 436, subclass 34, for example. 
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lllii. Claims 42-51 and 54-56, drawn to identifying a compound that modulates 
binding between polypeptide and a peptide in human P- glycoprotein 3, 
classified in class 436, subclass 34, for example. 

IVi. Claims 58-69 and 71 , drawn to support having peptide from human P- 
glycoprotein 1, classified in class 435, subclass 287.2, for example. 

IVii. Claims 58-68, 71 , and 72, drawn to support having peptide from human P- 
glycoprotein 3, classified in class 435, subclass 287.2, for example. 

V. Claim 74, drawn to method of purifying tubulin, classified in class 530, 
subclass 305, for example. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, Invention I has separate utility such 
as use in platelet surface protein binding and coagulation studies. See MPEP § 
806.05(d). 

Inventions I and III are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case the different inventions have different modes of operation, different 
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functions, and different effects in that the set of peptides in Invention I are combined 
with a polypeptide to identify specificity therebetween and in Invention III, the set of 
peptides are combined with a polypeptide in the presence of a test compound to 
determine its modulatory effect upon their binding interaction. 

Inventions I and IV are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case, the support can 
be used for affinity chromatography to capture and isolate selected protein. 

Inventions I and V are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case the different inventions have different modes of operation, different 
functions, and different effects in that the set of peptides in Invention I are combined 
with a polypeptide to identify specificity therebetween and in Invention V, a sample 
containing tubulin is contacted with support having attached thereto, a first peptide and 
a second peptide that bind tubulin, then eluted in order to obtain purified tubulin. 

Inventions II and III are unrelated. Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case, the different inventions have different modes of operation and different 
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functions in that the set of peptides in Invention II are combined with a polypeptide to 
identify specificity therebetween and in Invention III, the set of peptides are combined 
with a polypeptide in the presence of a test compound to determine its modulatory effect 
upon their interaction. 

Inventions II and IV are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case, the support can 
be used in laser trapping method for capturing specific selected protein. 

Inventions II and V are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case the different inventions have different modes of operation and different 
functions in the set of peptides in Invention II are combined with a polypeptide to identify 
specificity therebetween, and in Invention V, a sample containing tubulin is contacted 
with support having attached thereto, a first peptide and a second peptide that bind 
tubulin, then eluted in order to obtain purified tubulin. 

Inventions III and IV are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
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process of using that product (MPEP § 806.05(h)). In the instant case, modulation of 
interaction between a set of overlapping peptides and a protein can be effected using 
physical stimulus, i.e. temperature. 

Inventions III and V are unrelated. Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case the different inventions have different modes of operation and different 
functions in that the set of peptides in Invention III, the set of peptides are combined 
with a polypeptide in the presence of a test compound to determine its modulatory effect 
upon their interaction and in Invention V, a sample containing tubulin is contacted with 
support having attached thereto, a first peptide and a second peptide that bind tubulin, 
then eluted in order to obtain purified tubulin. 

Inventions IV and V are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case, the support can 
be used with gel microdrop technology to isolate specific soluble protein. 

Further, human P-glycoprotein 1 and human P-glycoprotein 3 in claims 20, 24, 
36, 40, 52, 56, 69, and 72 in each of inventions (li and lii), (Hi and llii), (UN and lllii), (IVi 
and IVii) and (IVi and IVii), respectively, are drawn to patentably distinct inventions, as 
distinct proteins bearing peptides comprising materially different amino acid sequences 
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as evidenced by separate SEQ ID Numbers. These separate peptides bear distinct 
structural or biochemical properties and have distinct binding epitopes. Therefore, each 
disclosed patentably distinct peptide is considered a separate invention. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. Furthermore, because the search 
required for each one of Group I, II, III, IV, and V having either one of human P- 
glycoprotein I or human P-glycoprotein 3, is not required for the other of Group I, II, III, 
IV, and V having either one of human P-glycoprotein I or human P-glycoprotein 3, 
restriction for examination purposes as indicated is proper. Literature search for each 
method and product is distinct since the structural requirements of each invention are 
different. While searches would be expected to overlap, there is no reason to expect the 
searches to be coextensive. 

2. This application contains claims 21 , 25, 37, 41 , 53, 57, 70, and 73 are directed to 
the following patentably distinct species of the claimed invention: 

a) human P-glycoprotein I 

species: SEQ ID NO. 1 domain 
SEQ ID NO. 2 domain 
SEQ ID NO. 3 domain 

b) human P-glycoprotein 3 
species: SEQ ID NO. 4 domain 
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SEQ ID NO. 5 domain 
SEQ ID NO. 6 domain 



Applicant is required under 35 U.S.C. 121 to elect a single disclosed species and 
subspecies for prosecution on the merits to which the claims shall be restricted if no 
generic claim is finally held to be allowable. Currently, claims 10-20, 22-24, 26-36, 38- 
40, 42-52, 54-56, 58-69, 71, 72, and 74 are generic. 

, Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
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the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 



3. Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gailene R. Gabel whose telephone number is (571) 
272-0820. The examiner can normally be reached on Monday, Tuesday, and Thursday, 
7:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long V. Le can be reached on (571 ) 272-0823. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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